THI'S DI SPCSI TION | S
NOT CI TABLE AS
PRECEDENT OF THE TTAB

Mai | ed: 16 DEC 2003
Paper No. 21
AD

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Transi stor Devices, Inc.

Serial No. 75328593

Eanon J. Wall of Moser, Patterson & Sheridan, LLP for
Transi stor Devices, |Inc.

Est her Borsuk, Trademark Exam ning Attorney, Law Ofice 112
(Jani ce O Lear, Managi ng Attorney).

Bef ore Seeher man, Bucher and Drost, Adm nistrative
Trademar k Judges.

Opi nion by Drost, Adm nistrative Tradenark Judge:

On July 22, 1997, Transistor Devices, Inc. (applicant)
applied to register the mark TRANSI STOR DEVICES in typed
formfor goods ultimately identified as “electrical power
supplies” in International dass 9.1

Initially, the examning attorney refused to register

applicant’s mark on the ground that it was nerely

! The application (Serial No. 75328593) alleges a date of first
use anywhere and in comerce of QOctober 31, 1960.
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descriptive of applicant’s goods under Section 2(e)(1) of
the Trademark Act. 15 U.S.C. § 1052(e)(1). In its request
for reconsideration dated Decenber 8, 1999, applicant
anmended the application to seek registration under the
provi sion of Section 2(f) of the Trademark Act on the
ground that applicant’s mark had acquired distinctiveness.
At that point, the exam ning attorney held that the mark
was generic and that it was not registrable under the

provi sion of Section 2(f).

After the exam ning attorney nmade the refusal on the
ground of genericness final, applicant appealed to this
Boar d. 2

“The critical issue in genericness cases i s whether
menbers of the relevant public primarily use or understand
the term sought to be protected to refer to the genus of

goods or services in question.” H. Mrvin Gnn Corp. V.

2 Genericness is the only issue on appeal. The exanining
attorney does not chall enge applicant’s evidence of acquired

di stinctiveness other than to maintain that “since it is the
exam ning attorney’s contention that the entire mark is generic,
the di scussion as to acquired distinctiveness is irrelevant.”
Exam ning Attorney’s Brief at 6. Applicant “has noved for

regi stration under 82(f) to expedite the registration process.”
Applicant’s Brief at 2. However, evidence of acquired
distinctiveness is also relevant to the issue of genericness.
Thus, we regard the exam ning attorney’ s statement to indicate
that, if TRANSI STOR DEVICES is found not to be generic, the

evi dence of acquired distinctiveness is sufficient to denonstrate
that the mark is entitled to registration under the provision of
Section 2(f).
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Int’l Association of Fire Chiefs, Inc., 782 F.2d 987, 228

USPQ 528, 530 (Fed. Cir. 1986). G nn goes on to explain
t hat :
Determ ning whether a mark is generic therefore
involves a two-step inquiry: First, what is the genus
of goods or services at issue? Second, is the term
sought to be registered or retained on the register
understood by the relevant public primarily to refer
to that genus of goods or services?
| d.
W begin by analyzing the evidence of genericness.
The exami ning attorney submtted a definition of a
“transistor” as “a solid-state electronic device that is
used to control the flow of electricity in electronic
equi pnent and consists of a small bl ock of a sem conduct or

"3 There is

(as a germaniun) with at |east three el ectrodes.
no doubt that applicant’s products contain transistors.

See Instruction Manual SPS 2318, pp. 2-3 (“This unregul ated
DC is regul ated by the pass transistor configuration” and
the “reference voltage is conpared with the output voltage
by the action of voltage divider network R3, R2, and Rl

(vol tage adjust) and differential anplifier transistors

and 3”).

®  Online Merriam Webster Dictionary. W take judicial notice of
this definition. University of Notre Dame du Lac v. J.C. Gournet

Food I nports Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d
1372, 217 USPQ 505 (Fed. Gir. 1983).
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The exam ning attorney al so submitted printouts from
the LEXI S/ NEXI S dat abase to show that the words “transistor
device[s]” are used together in many articles. A sanpling
of the articles is set out bel ow

To avoid this problem you can use two sinple bipolar
transistors to latch-off the whole SMPS in the case of
an optocoupler failure (Figure 3a). You wire the

bi polars in a thyristor manner using a dual -transi stor
devi ce such as the MBT3946D

EDN, Decenber 7, 2000.

Because of its |ow off-state | eakage current, this
true enhancenent node device elimnates the drain-
supply switch required for depletion-node pHEMI and
nmet al sem conductor field-effect-transistor devices.
El ectroni ¢ Buyers News, Decenber 4, 2000.

The new FPGA fam |y, called Virtex-E, includes a 2-
mllion-gate, 150-mllion transistor device.
El ectroni ¢ Buyers News, Cctober 18, 1999.

Avai lability of multimIlion transistor devices neans
single instruction nultiple data processing has
finally been brought to the fore...

El ectronics Wekly, Cctober 11, 2000.

Pact GrbH ...rolls out one of the nobst conplex CPUs of
the crowd: a 30-mllion-transistor device that
integrates 128 thirty-two bit processors.

El ectroni cs Engi neering Tines, Cctober 9, 2000.

A team from Japan’s NIT research | aboratories has gone
beyond the real mof single-transistor devices to build
the first elenmental circuit using single-electron
transistors.

El ectroni cs Engi neering Tines, October 9, 2000.

Title: Conbination positive tenperature coefficient
resi stor and netal -oxi de sem conductor field-effect
transi stor devices.

W sconsin State Journal, Septenber 28, 2000.
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These organi ¢ sem conductors have trenendous potenti al
for applications in optical nmenory, ...solar energy
converters and field-effect transistor devices.

Pl astics News, Septenber 4, 2000.

[1]t avoids the Iimtations of SRAM programmabl e
routing. And, the RC coefficient of the eASICore is
significantly |lower than that of SRAM controll ed pass
transi stor devices, thus yielding performance
conparabl e to that of standard-cell technol ogy.

EDN, Septenber 1, 2000.

These results all ow aggressive, next generation
transi stor devices to be devel oped using currently
avai l abl e DUV optical |ithography.

Solid State Technol ogy, July 1, 2000.

In a couple of concessions to the Janes Bond secret-
agent genre fromwhich “Mssion” and its TV-inspired
predecessor spring, there cones an array of tiny
transi stor devices that allow the characters both to
talk to one another and track one another physically
across | ong and congested di stances.

State Journal -Register (Springfield, Illinois), June
1, 2000.

The next stage in the design process was to
characterize the transistor device enployed. The
state-of-the-art pHEMI device sel ected was the nodel
LPS 200.

M crowave Journal , February 1, 2000.

The new curve-fit nethods are applied to m crowave and
RF transi stor devices.
M crowave Journal , Decenber 1, 1999.

Vi shay’s |l atest nonolithic transistor devices conbine
two automatic gain controlled (AGC) anplifiers on a
single chip.

El ectronics Tines, Septenber 13, 1999.

Based on this evidence, the exam ning attorney argues

that the “articles clearly show that the phrase ‘transistor
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devices’ is commonly used in relation to electrical
products.” Brief at 5.

Applicant, in response, argues that while its goods
contain transistors, its goods are electrical power
supplies, not transistors. “By way of anal ogy, an engi ne
and a transm ssion are inportant conponents of a notor
vehicle, but one would never refer to a notor vehicle as a
‘“muffl er device,” an ‘engine device’ or a ‘transm ssion
devi ce’ because a vehicle conprises many ot her conponents.”
Reply Brief at 3. In addition, applicant argues that “none
of the articles establish[es] that an electrical power
supply is comonly known or referred to as a ‘transistor
device.’” Reply Brief at 5 (enphasis omtted). Applicant
points out that “in many of the articles cited by the
Exam ning Attorney, the term‘transistor device' is used to
refer to the transistor itself, or to a transistor
fabri cated upon a sem conductor substrate, i.e., a
conmponent of a |larger device or system and not the system
itself.” Reply Brief at 4 (enphasis omtted).

A “proper genericness inquiry focuses on the
description of services [or goods] set forth in the

certificate of registration.” Magic Wand Inc. v. RDB Inc.,

940 F.2d 638, 19 USPQRd 1551, 1552 (Fed. Cir. 1991). The

Federal Circuit has also nade it clear that the evidence
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must show that nore than a snmall part of the rel evant
purchasers would identify the termas the genus of the
goods.

According to the certificate of registration, the
TOUCHLESS mar k applies to autonpbil e washing servi ces,
not autonobil e washing equi pnent. Thus, the rel evant
pur chasi ng public for autonobile washing services
enconpasses aut onobil e owners and operators. Vendors,
operators, and manufacturers of washi ng equi pnent fal
within the relevant public only as potential or actua
custoners. These vendors, operators, and

manuf acturers are a very snall part of the rel evant
pur chasi ng public. Accordingly, evidence of generic
use by this small part of the rel evant purchasing
public has limted probative value. The TTAB di d not
clearly err in concluding that this evidence,
considered along with the evidence of industry use, is
not enough to show generic use or understanding by the
rel evant public.

Magi ¢ Wand, 19 USPQR2d at 1553- 54.

Therefore, we nust focus on whether the term
“transi stor devices” is generic for electrical power
supplies to a significant nunber of rel evant purchasers.
Regardi ng the prospective purchasers, applicant’s
evi dence shows that many of its products may be purchased
by careful, sophisticated purchasers. There is sone
evi dence that other custoners may be | ess sophisticated.
See, e.g.. TDI 15WBattery Backup Power System (“This unit
provi des reliable power for HI1SU (Hone |Integrated Services
Units)”). However, applicant’s identification of goods

“electrical power supplies” does not necessarily linmt the
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purchasers to careful and sophisticated purchasers and we
nmust consider the purchasers of its goods in this manner.

We now address the two factors posed by G nn. First,
we | ook at what the genus of applicant’s goods is. Inre

Anerican Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832,

1836 (Fed. Cir. 1999). It appears that applicant’s goods
woul d be part of the genus of electrical power supplies or
sinply power supplies. The evidence of record does not
support a conclusion that applicant’s goods are part of a
genus known as “transistor devices.” To the extent there
is a genus of “transistor devices,” it appears to relate to
speci alized electrical products such as parts of conputers.
The evi dence concerning the term“transi stor devices” shows
that it refers to specific products rather than show ng use
as a broad termapplied to a wi de range of goods such as
“electrical products.”

Second, we | ook at whether the termis understood by
the relevant public to refer to the genus of the goods.
The question of whether the rel evant public understands the
term “transi stor devices” to refer to the genus of
applicant’s goods is a close question. G nn, 228 USPQ at
530. “Evidence of the public's understanding of the term
may be obtai ned from any conpetent source, such as

pur chaser testinony, consunmer surveys, listings in
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dictionaries, trade journals, newspapers, and other

publications.” 1In re Merrill Lynch, Fenner and Smith Inc.,

828 F.2d 1567, 4 USPQRd 1141, 1143 (Fed. Cir. 1987). The
critical issue in genericness cases is whether nenbers of
the relevant public primarily use or understand the term
sought to be protected to refer to the genus of goods or
services in question.” Gnn, 228 USPQ at 530. Before we
can hold that applicant’s term“transistor devices” is
generic, we need sone evidence to show that the public uses
the termto refer to the genus of the goods. In re

Anerican Fertility Society, 188 F.3d 1341, 51 USPQ2d 1832

(Fed. Gir. 1999) (SCCIETY FOR REPRODUCTI VE MEDI CI NE hel d
not generic for association services because there was no
evi dence of generic use of the term. “The Board cannot
sinmply cite definitions and generic uses of the constituent
terms of a mark, or in this case, a phrase within the nark,
in lieu of conducting an inquiry into the neaning of the

di sputed phrases as a whole to hold a nmark, or a phrase

within the mark, generic. Id. at 1836. See also In re

D al -A-Mattress Operating Corp., 240 F.3d 1341, 57 USPQd

1807, 1811 (Fed. Cir. 2001) (“There is no record evidence
that the relevant public refers to the class of shop-at-
home tel ephone mattress retailers as ‘1-888-MA-T-R-E-S-

S7).
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W note that applicant’s goods contain transistors and
there is evidence of use of the term“transistor devices”
to refer to certain products containing transistors.
However, we ultimately conclude that the public would not
understand the term “transi stor devices to be the genus of
applicant’s electrical power supplies. W agree with
applicant that the fact that its goods contain transistors
does not meke the term “transi stor devices” generic for the
goods. Previously, the CCPA held that the term AUTOVATI C
RADI O was not even nerely descriptive for radi os having an

automatic volune control. In re Autonatic Radio Mg. Co.,

404 F.2d 1391, 160 USPQ 233 (CCPA 1969).

We quite agree that "automatic volune control” is

whol Iy descriptive of that feature of a radio

receiver, but that does not make AUTOVATIC nerely
descriptive of the radio receiver. Nor does it make

"AUTOVATI C RADI O' the nane of the receiver.
| d. at 235 (enphasis in original).

Therefore, we now | ook to see if there is evidence
that would indicate that the rel evant purchasers recognize
“transi stor devices” as the genus of the goods. In this
case, the evidence of the use of the term“transistor
devi ces” does not show that either (1) the termis used to
refer to any product containing a transistor(s) or (2) that

it is used to refer to electrical power supplies. |If

applicant’s goods were circuit boards or conputers, the

10
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case mght be different, but the goods here are el ectrical
power supplies. Transistors seemto be ubiquitous, and
they are used in a wide variety of products. See e.g., The
Art of Electronics, p. 50 (“The transistor is the essenti al
i ngredi ent of every electronic circuit, fromthe sinplest
anplifier or oscillator to the nost el aborate digital
conputer”). They were invented nore than fifty years ago.
lan M Ross, The Invention of the Transistor, |EEE 1998),
p. 1. However, despite the w despread use of transistors
over a long period, there is little evidence that the term
“transistor device” is used to identify a broad category of
products defined by the fact that they contain transistors.
Nor is there evidence that electrical power supplies are
referred to as “transistor devices.” Evidence that
di fferent products may be referred to as “transistor
devi ces” does not establish that electrical power supplies
are referred to as transi stor devices.

The examining attorney relies on the case of In re

Anal og Devices Inc., 6 USPQ2d 1808 (TTAB 1988), aff’'d

unpub., 871 F.2d 1097 (Fed. Cr. 1989). In that case, the
Board found that the term ANALOG DEVI CES was generic for
various conputer products. There were dictionary
definitions for the term “anal og device” that supported a

conclusion that the termdefined a category or class of

11
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devi ces havi ng anal og capabilities. The Board concl uded
that “at | east sone of the goods, such as analog to digital
and digital to anal og converters, anal og conputati onal
circuits and analog multipliers/dividers would, in our
view, fall wthin the category of anal og devices.” 6
USPQ2d at 1810. 1In the present case, there is nuch |ess
evidence that there is a genus of goods identified as
“transistor devices.” Unlike the situation in Anal og
Devices, there are no dictionary entries that define
“transi stor devices.” Mre inportantly, it is not at al
cl ear whether applicant’s goods would be referred to as
“transi stor devices” merely because its goods contain
transistors.

“The burden of showi ng that a proposed trademark is
generic remains with the Patent and Trademark O fice.”

Merrill Lynch, 4 USPQ2d at 1143. The Ofice nust show by

“clear evidence” that the mark is generic. 1d.; see also

In re Central Sprinkler Co., 49 USPQd 1194, 1196 (TTAB

1998) (internal quotation marks omtted) (The Ofice has
“the burden of proving this refusal with clear evidence of
genericness”). “[Alny doubt on the matter [of genericness]

shoul d be resolved in applicant’s favor.” In re Waverly,

| nc., 27 USPQ2d 1620, 1624 (TTAB 1993).

12



Ser No. 75328593

When we review the evidence in this light, we are not

persuaded that the O fice has neet its burden of show ng

that the term TRANSI STOR DEVICES is generic for electrica

power supplies. Ilnasnmuch as the exam ning attorney has
contested applicant’s claimof acquired distinctiveness
beyond noting that it is irrelevant to overcone a
genericness refusal, the exam ning attorney does not

mai ntain that there is any other bar to the publication

this mark for opposition.

Deci sion: The refusal of registration is reversed.

13
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